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I. INTRODUCTION  
 
Applicant, Retail Royalty Company, has appealed from the Examining Attorney's final 

refusal to register Applicant's mark HAPPY APOTHECARY of Application No. 85/257,100 for 

use in connection with "cosmetics" in Class 3 under Section 6 of the Lanham Act, 15 U.S.C. § 

1056, requiring that Applicant disclaim the word "Apothecary."  The common meaning of the 

word "Apothecary" is someone who prepares and sells drugs and medicines, or a pharmacist.  

There is no evidence in the record that the word "Apothecary" is used to describe the source of 

non-medicinal cosmetics.  "Apothecary" is not a common descriptive term for non-medicinal 

cosmetics, and the Examining Attorney's refusal to register the HAPPY APOTHECARY mark, 

and requirement that the word "APOTHECARY" be disclaimed, should be reversed. 

 

II.  FACTS 
 

Applicant applied for registration of the mark HAPPY APOTHECARY on the Principal 

Register on March 3, 2011 for "cosmetics" in Class 3.  

On May 24, 2011, the Examining Attorney issued a Priority Action imposing a 

requirement that Applicant disclaim the word "Apothecary."  The basis for the disclaimer 

requirement was the assertion by the Examining Attorney that the word "Apothecary" "merely 

describes an ingredient, quality, characteristic, function, feature, purpose or use of applicant's 

goods and/or services."  In support, the Examining Attorney attached a page from merriam-

webster.com that defined "Apothecary" as "one who prepares and sells drugs or compounds for 

medicinal purposes" or "pharmacy", and asserted that "the attached evidence shows this wording 

means 'pharmacy,' which describes that the goods are prepared by someone who makes the 

compounds for medicinal purposes." 
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Applicant filed a Response to the Office Action on July 15, 2011, refuting the disclaimer 

requirement.  Applicant argued that the definition of an "Apothecary" showed that the word 

means a person "who prepares and sells drugs and medicines".  However, Applicant's goods are 

not medicinal products, which are categorized into Class 5, they are cosmetics categorized in 

Class 3.  Thus, the word "Apothecary" when used with cosmetics was not descriptive, but rather, 

has no meaning when used with cosmetics.  Applicant also identified six registered marks for 

goods in Class 3 for which no disclaimer of "Apothecary" was required. 

The Examining Attorney issued a Final Action on July 21, 2011, maintaining and making 

final the disclaimer requirement.  The Examining Attorney maintained that, despite the fact that 

Applicant's goods are non-medicinal cosmetics, the word "Apothecary" was asserted to be 

descriptive because 

this wording means "pharmacy," which describes that the cosmetic goods are 
prepared by someone who makes compounds for medicinal purposes.  Further, it 
also describes that the cosmetic goods come from a pharmacy.  Although 
pharmacies offer medicinal goods, they also offer cosmetic goods. 
 

The Examining Attorney then cited to certain registrations in which the word "Apothecary" had 

been disclaimed, and included on-line materials showing that certain pharmacies sell cosmetics.   

Applicant timely filed a Notice of Appeal on November 30, 2010. 

 

III.  ISSUE ON APPEAL 
 

The issue on appeal is whether the Examining Attorney erred in refusing registration of 

Applicant's HAPPY APOTHECARY mark and imposing a requirement that the word 

"Apothecary" be disclaimed from that mark where the mark is for use in connection with 

"cosmetics" in Class 3. 
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IV.  ARGUMENT  
 

The present application is limited to use of the HAPPY APOTHECARY mark in 

connection with non-medicinal cosmetics, and non-medicinal cosmetics in Class 3 only.  As used 

in connection with such goods, the word "Apothecary" has no meaning and therefore need not be 

disclaimed. 

The fact that the word "Apothecary" has no meaning with respect to non-medicinal 

cosmetics is not only relevant, it is dispositive on the disclaimer issue.  It is well settled that the 

determination of whether a mark or a portion of a mark is descriptive, and hence subject to a 

disclaimer requirement, cannot be determined in the abstract.  Rather, the determination must be 

made in relation to the particular goods or services for which the registration is sought.  In re 

Abcor Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218 (CCPA 1978).  Moreover,  

[t]hat a term may have other meanings in different contexts is not controlling.  In 
re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). 
 
 The burden is initially on the United States Patent and Trademark Office 
to make a prima facie showing that the mark or word in question is descriptive 
from the vantage point of purchasers of applicant's goods and, where doubt exists 
as to whether a term is descriptive, such doubt should be resolved in favor of the 
applicant.  In re Merrill Lynch, Pierce, Fenner, and Smith, Inc., 828 F.2d 1567, 4 
USPQ2d 1141, 1144 (Fed. Cir. 1987). 
 

In re Box Solutions Corp., 79 USPQ2d 1953, 1955 (TTAB 2006).  Moreover, to be descriptive, 

the word must immediately convey information as to the qualities, features or characteristics of 

the goods and/or services with a "degree of particularity."  Plus Products v. Medical Modalities 

Associates, Inc., 211 USPQ 1199, 1204-1205 (TTAB 1981).  In this case, the Examining 

Attorney has failed to make such a prima facie showing as the term "Apothecary" is not 

descriptive when used in connection with non-medicinal "cosmetics" in Class 3, the goods in the 

present application. 
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The common meaning of the word "Apothecary" is determined from dictionary 

definitions.  Initially, the Examining Attorney cited one on-line dictionary, which provided the 

following meaning for that term: 

Definition of APOTHECARY  
1 : one who prepares and sells drugs or compounds for medicinal purposes 
2 : PHARMACY 
 

This definition shows that the common meaning of the term "Apothecary" is of a person who 

prepares and sells drugs for medicinal purposes.  Although this definition includes as an 

alternative definition, a pharmacy, the remainder of the page shows that a "Pharmacist" – the 

person – would be a more accurate alternative modern example.  Specifically, the definition 

provided by the Examining Attorney also provides synonyms, which are ignored by the 

Examining Attorney.  These are "druggist, chemist [British], pharmacist."  Thus, it is a person, 

and not a place, to which the word Apothecary refers.  This is clear from definitions in other 

dictionaries.  Specifically, as submitted by Applicant as Exhibit 1 to its July 15, 2011 Response, 

an "Apothecary" has the following meaning: 

apothecary – One who prepares and sells drugs and medicines; pharmacist.  
American Heritage Dictionary at p. 119 (Second College Ed. 1982) (attached as 
Exhibit 1 to Applicant's July 15, 2011 Response) 
 

In addition, other dictionaries likewise define a "Apothecary" as a person that makes and sells 

drugs, and not a place: 

apothecary – a person who prepared and sold medicines and drugs.  The New 
Oxford American Dictionary at p. 73 (Second Ed. 2005) 
 
apothecary – a person who in the past made and sold medicines.  Cambridge 
Dictionaries Online (http://dictionary.cambridge.org). 
 

Moreover, the very definition cited by the Examining Attorney also refers the reader to "See 

apothecary defined for kids".  That definition is: 



5 

Main Entry: apothecary 
DRUGGIST .  Merriam-Webster Student Dictionary (www.wordcentral.com). 
 

Copies of these three additional definitions are attached hereto as Exhibit 1.1 

These definitions clearly show that the word "Apothecary" means, and has meant, a 

person that prepares and sells drugs for medicinal purposes.  There is no definition, and no 

ordinary meaning, that encompasses non-medicinal cosmetics such as those of the present 

applications. 

The Examining Attorney acknowledged in the May 24, 2011 Priority Action that the 

meaning of "Apothecary" would only be descriptive of goods "prepared by someone who makes 

compounds for medicinal purposes."  However, when confronted with Applicant's response that 

the cosmetics of the present application are non-medicinal (as they would have to be when filed 

in Class 3), the Examining Attorney then sought in the July 21, 2011 final Office Action to 

transform this ordinary meaning into something it is not by asserting that an apothecary is also 

known as a pharmacy (as shown above, it is not), that pharmacies are known to sell cosmetics, 

and thus the word is somehow descriptive of cosmetics themselves.2  This convoluted argument 

by the Examining Attorney clearly demonstrates that the word "Apothecary" is not descriptive of 

cosmetics and is, at most, merely suggestive, as it shows that a consumer would be required to 

engage in significant mental gymnastics to view Applicant's HAPPY APOTHECARY mark and 

make a connection between the mark and cosmetics. 

                                                 
1 It is well established that "[t]he Board may take judicial notice of dictionary evidence."  

In re Nielsen Business Media, Inc., 93 USPQ2d 1545, 1547 n.3 (TTAB 2010), citing University 
of Notre Dame du Lac v. J.C. Gourmet Food Imports Co., 213 USPQ 594, 596 (TTAB 1982), 
aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); see also TMEP § 1208.04. 

2 Of course, it is well known that modern "pharmacies" such as Walgreens carry a wide 
variety of goods, including laundry detergents, school supplies, electrical equipment and 
automotive supplies, but that does not render the word "pharmacy" descriptive of all those goods. 
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Where, as here, dictionary definitions show the word whose disclaimer is being required 

does not describe the applicant's goods or services, the disclaimer requirement is inappropriate.  

By way of example, in In re Creative Goldsmiths of Washington, Inc., 229 USPQ 766 (TTAB 

1986), the applicant sought to register the mark CREATIVE GOLDSMITHS and design for 

retail jewelry store services.  Registration was refused in view of the applicant's failure to 

comply with the final requirement to disclaim the word "GOLDSMITHS."  Id. at 766-67.  On 

appeal, the refusal to register the mark and requirement of a disclaimer of the word 

GOLDSMITHS was reversed. 

[W]e cannot agree with the Examining Attorney's conclusion in the present case 
that "GOLDSMITHS" is a common descriptive name for applicant's retail jewelry 
store services (or at least a salient activity provided in connection therewith) and 
as such must be disclaimed. 
 
 A common descriptive name is a common noun for a class of goods or 
services in connection with which it is used, that is, a term which has become so 
associated with a class of goods or services that its primary significance to the 
relevant public is as a name therefor, rather than as an indication of the source of 
the goods or services of any one producer.  [Citations omitted.] 
 
 As noted above, the dictionary definition of "goldsmith" which the 
Examining Attorney himself has relied upon in the present case is "an artisan who 
makes vessels, jewelry, or other articles of gold."  The portion of Roget's 
International Thesaurus relied upon by applicant indicates that "smiths" (such as 
goldsmiths, silversmiths, ironsmiths, blacksmiths, etc.) are a type of craftsmen 
who work with metal, as distinct from, and not synonymous with, jewelers. . . .  
Accordingly, we agree with applicant that the term "GOLDSMITH" is a common 
descriptive (or generic) name for an artisan who makes jewelry or other articles of 
gold, not for retail jewelry store services, and that there is no evidence that the 
term "GOLDSMITHS" is commonly used to describe retail jewelry store services. 
For the foregoing reasons, we conclude that the requirement for a disclaimer is 
not well taken. 
 

Creative Goldsmiths, 229 USPQ at 768-69 (emphasis added).  Similarly, in In re Jim Crockett 

Promotions Inc., 5 USPQ2D 1455 (TTAB 1987), the mark at issue was "THE GREAT 

AMERICAN BASH" for promoting, producing and presenting professional wrestling matches.  
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The Examining Attorney required a disclaimer of the term "Bash" to which the applicant agreed.  

On an appeal of the mark as being primarily geographically descriptive, the Board held the 

disclaimer requirement was improper because the word "Bash" did not describe the recited 

wrestling services and ordered the disclaimer deleted. 

Although applicant disclaimed the word "Bash" in response to the Examining 
Attorney's definition of said word as "an important sports contest," we do not 
believe the disclaimer was necessary.  We have reviewed six dictionaries, 
(various editions) in addition to that cited by the Examining Attorney and can find 
no definition of the word to mean "an important sports contest" in any but that 
cited.  See Webster's Third New International Dictionary, 1961 & 1976; 
Webster's New World Dictionary of The American Language, College Edition 
1962; The Random House College Dictionary, 1982; Webster's Universal 
Unabridged Dictionary, 1979; The American Heritage Dictionary of the English 
Language, New College Edition, 1976 and The Dictionary of American Slang, 
Second Supplemental Edition 1975.  Since the Funk & Wagnall's Standard 
Dictionary, 1980 was relied on to support definitions of the words in the mark, 
other than BASH, we assume that it did not contain the cited definition of "bash."   
Under the circumstances, we believe the more accepted (and thus better known) 
definition of "bash" is, as a noun, "a crushing or violent blow" and, as a verb, "to 
strike violently," certainly suggestive but not necessarily descriptive of services 
involving wrestling matches.  The disclaimer is therefore unnecessary and in fact, 
not contemplated by Section 6.  Accordingly, before this application proceeds to 
issue, the disclaimer should be deleted.  See In re Westland, Inc., 196 USPQ 703  
(TTAB 1977). 
 

Crockett Promotions, 5 USPQ2D at 1456 n.5.3 

The same conclusion must be reached in this case.  The dictionary definitions show that 

the word "Apothecary" is a common descriptive term when used to refer a person that makes and 

sells drugs for medicinal purposes.  There is, however, no evidence that the word "Apothecary" 

                                                 
3 Both Applicant and the Examining Attorney cited existing registrations in which the 

word "Apothecary" either was not (see Exhibit 2 to Applicant's July 15, 2011 Response) or was 
(see the July 21, 2011 Office Action) disclaimed.  Applicant submits that none of these 
registrations was for cosmetics alone, nor is there any evidence as to why those that disclaimed 
"Apothecary" did so, and thus this information is not relevant to the determination in this case as 
to whether the word "Apothecary" is descriptive of cosmetics. 
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is commonly used to describe cosmetics, and the disclaimer requirement was imposed by the 

Examining Attorney in error. 

 

V. CONCLUSION 
 

For all the foregoing reasons, the Examining Attorney erroneously imposed a 

requirement that Applicant disclaim the term word "Apothecary" as part of the mark HAPPY 

APOTHECARY for use in connection with "cosmetics" in Class 3.  The refusal to register the 

mark must therefore be reversed and remanded with instructions for the disclaimer requirement 

to be withdrawn. 

      Respectfully submitted, 
 
 
January 17, 2012    By:         

Theodore R. Remaklus, Esq. 
Wood, Herron & Evans, L.L.P. 
441 Vine Street 
2700 Carew Tower 
Cincinnati, Ohio 45202 
Tel:  (513) 241-2324 
Fax:  (513) 241-6234 
Email:  tremaklus@whepatent.com 
 
Attorney for Applicant 
Retail Royalty Company 
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